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1. Claims 1-22 are pending. Claims 1,12, and 16 are independent. 



2. A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
added). Thus, the term "same invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894); In re 
Ockert, 245 F.2d 467, 114 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101. 



3. Claims 3, 4, and 8-1 1 are rejected under 35 U.S.C. 101 as claiming the same 
invention as that of claims 1 , 6, and 8-10 of prior U.S. Patent No. 6,650,445. This is a 
double patenting rejection. 

Claim 3 is identical to patent claim 1. Claim 3 is understood to include all 
limitations of claim 1 on which it depends. 

Claim 4 is identical to patent claim 6. Claim 6 is understood to include all 
limitations of claim 1 upon which it depends. 

Claim 8 is identical to patent claim 7. Claim 7 is understood to include all 
limitations of claim 1 upon which it depends. 

Claims 9 to1 1 are identical to patent claims 8-10, respectively. Claims 9 to 1 1 
are understood to include all limitations of claims 8 and 1 upon which they depend. 
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4. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 
644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply 
with 37 CFR 3.73(b). 



5. Claims 1 , 2, and 5-7 are rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1-5 of U.S. Patent No. 6,650,445. 
Although the conflicting claims are not identical, they are not patentably distinct from 
each other because of the reason(s) given below. 

Claim 1 is fully anticipated by patent claim 1 . Claim 1 recites all limitations of 
patent claim 1, except for the limitation "a scan head body; wherein ... the black region" 
at the end of patent claim 1 . Therefore, it would have been obvious to one of ordinary 
skill in the art at the time the invention was made to provide the claim 1 invention using 
the patent claim 1 invention. 
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Claim 2 is fully anticipated by patent claim 2. Claim 2 recites all limitations of 
patent claim 2, which is understood to include all limitations of patent claim 1 upon 
which it depends, except for the limitation "a scan head body; wherein ... the black 
region" at the end of patent claim 1 . Therefore, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to provide the claim 2 
invention using the patent claim 2 invention. 

Claim 5 is fully anticipated by patent claim 3. Claim 5 recites all limitations of 
patent 3, which is understood to include all limitations of patent claim 1 upon which it 
depends, except for the "a scan head body; wherein ... the black region" at the end of 
patent claim 1 . Therefore, it would have been obvious to one of ordinary skill in the art 
at the time the invention was made to provide the claim 5 invention using the patent 
claim 3 invention. 

Claim 6 is fully anticipated by patent claim 4. Claim 6 recites all limitations of 
patent claim 4, which is understood to include all limitations of patent claim 1 upon 
which it depends, except for "a scan head body; wherein ... the black region" at the end 
of patent claim 1 . Therefore, it would have been obvious to one of ordinary skill in the 
art at the time the invention was made to provide the claim 6 invention using the patent 
claim 4 invention. 

Claim 7 is fully anticipated by patent claim 5. Claim 7 recites all limitations of 
patent claim 5, which is understood to include all limitations of patent claim 1 upon 
which it depends, except for "a scan head body; wherein ... the black region" at the end 
of patent claim 1 . Therefore, it would have been obvious to one of ordinary skill in the 
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art at the time the invention was made to provide the claim 7 invention using the patent 
claim 5 invention. 



6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 



Note: Prior art Lee et al. (U.S. Patent No. 6,178,015) is applied as a primary 
reference in art rejections to claims 1, 5, 6, and 7 addressed in sections 7-9. 

Prior art Tsai (U.S. Patent No. 5,822,052) is applied as a primary reference 
in art rejections to claims 1, 2, 6, and 7 addressed in sections 10-11. 

7. Claims 1 , 5, and 6 are rejected under 35 U.S.C. 1 02(e) as being anticipated by 
Lee et al. (U.S. Patent No. 6,178,015). 

Regarding claim 1, Lee et al. discloses an optical scanning system comprising a 
target area (102), a light monitor window (white block 106 of optical ruler 103, referred 
to as LMW 106 since light from an inherent light source and reflected by white block 106 
is used to monitor the light), a black region (black block 105) adjacent to the LMW (106), 
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and an inherent bulb for illuminating the target area, the LMW (106) and the black 
region (105), and a photodetector (202) (in the contact type image sensor CIS or used 
with the CCD, col. 2, lines 55-58) having a field of view (201 in Fig. 2), the target area 
being within the field of view (203) between margin areas (between 201 and 203 in Fig. 
2) of the photodetector (202 in Fig. 2), the LMW (106) and the black region (105) being 
within the field of view inside a margin area of the photodetector (202). 

Regarding claim 5, Lee et al. further discloses a glass pane (optical ruler 103). 
The LMW (106) includes a first strip (106) on the glass pane (the strip being painted on 
the glass pane, col. 2, lines 42-45). The black region is provided by a second strip on 
the glass pane (the black strip being also painted on the glass pane, col. 2, lines 42-45). 

Regarding claim 6, the target area (102), the LMW (106) and the black region 
(105) are focused on the photodetector (202, Fig. 2, col. 2, lines 53-58). 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Lee et al. 
(U.S. Patent No. 6,178,015) in view of Tsai (U.S. Patent No. 5,822,052). 

Regarding claim 7, Lee et al. does not disclose the type of inherent light bulb to 
be cold cathode fluorescent. However, cold cathode fluorescent bulbs are known in the 
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scanning art as is taught by Tsai (col. 1, lines 17-25). Cold cathode fluorescent bulbs 
provide light bright enough for use in scanners, though this kind of bulb takes time (4 to 
5 minutes) to warm up. It would have been obvious to one of ordinary skill in the art at 
the time the invention was made to employ a cold cathode fluorescent bulb as the 
inherent light source of Lee et al„ as taught by Tsai, in order to provide light bright 
enough to illuminate an original. 

10. Claims 1, 2, and 6 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Tsai (U.S. Patent No. 5,822,052). 

Regarding claim 1, Tsai discloses an optical scanning system comprising a target 
area (scanning region 45 in Fig. 4), a light monitor window (LMW) (light transmission 
region 42 as an luminance detecting means) (col. 4, lines 15-23), a black region (the 
black region to the left of region 42 in Fig. 4) adjacent to the LMW (42), a bulb (L) for 
illuminating the target area (45), the LMW (42) and the black region (Fig. 4), and a 
photodetector (image sensing means 43) having a field of view (Fig. 4), the target area 
(45) being within the field of view (45) between margin areas of the photodetector (Fig. 
4), the LMW (42) and the black region (the black region to the left of 42 in Fig. 4) being 
within the field of view inside a margin area of the photodetector (43) (where 42 and 
black region to the left thereof). 

Regarding claim 2, the black region (the black region to the left of 42 in Fig. 4) is 
in between the LMW (42) and the target area (45). 
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Regarding claim 6, the target area (45 in Fig. 4), the LMW (42) and the black 
region (the black region to the left of 42) are focused on the photodetector (43), 
according to Fig. 4. 

11. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Tsai (U.S. 
Patent No. 5,822,052). 

Regarding claim 7, Tsai employs a light source L but does not state that the light 
source L is a cold cathode fluorescent bulb in the description of the invention. However, 
cold cathode fluorescent bulbs are disclosed by Tsai as well known light bulb used in 
scanners (col. 1, lines 17-25). Although a cold cathode fluorescent bulb takes time (4 to 
5 minutes) to warm up, it provides light bright enough for use in an original scanner. It 
would have been obvious to one of ordinary skill in the art at the time the invention was 
made to employ a cold cathode fluorescent bulb as the light source in a scanner, 
provided that the relatively complicated illumination error compensating system of Tsai 
for compensating an image scanning signal is not critical. 

12. Claims 12-22 are allowed. 

1 3. The following is an examiner's statement of reasons for allowance: 

Claims 12-15 are allowable over the prior art of record because the prior art does 
not teach a chip, as claimed in claim 12, for generating a feedback signal indicating 
intensity of illumination from a bulb of an optical scanner having a light region of known 
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color and a black region, the chip comprising a processor that uses images of the black 
region to remove flare from at least one feedback signal, and uses images of the light 
region to provide at lease one feedback signal indicating color channel intensity, the 
black and light regions being located on a scan head body positioned within the optical 
scanner. Claims 13-15 depend on claim 12. 

Claim 16 is a method claim corresponding to apparatus claim 12. Claim 16 is 
allowable for the same reason as given for claim 12. 
Claims 17-22 depend on claim 16. 

Any comments considered necessary by applicant must be submitted no later 
than the payment of the issue fee and, to avoid processing delays, should preferably 
accompany the issue fee. Such submissions should be clearly labeled "Comments on 
Statement of Reasons for Allowance." 

14. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Inoue (U.S. Patent No. 6,954,292), Figs. 5 and 6 (date too late) 

Nabeshima et al. (U.S. Patent No. 6,330,083) 

Lee (U.S. Patent No. 6,061,147) 

Gray et al. (U.S. Patent No. 6,028,681) 

Tamagaki (U.S. Patent No. 4,760,609) 
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1 5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Cheukfan Lee whose telephone number is (571) 272- 
7407. The examiner can normally be reached on 9:30 a.m. to 6:00 p.m., Mon-Fri. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward L. Coles can be reached on (571) 272-7402. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Cheukfan Lee 
December 6, 2005 




